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DETAILED ACTION 

Status Of Claims 

1 . This Office Action is in response to an amendment received 6/3/2010 in which 
Applicant lists claims 3, 10-11 and 13 as being previously presented, claims 1-2, 4-9 
and 12 as being currently amended, and claim 14 as being new. It is interpreted by the 
examiner that claims 1-14 are pending. 

Specification 

2. The amendments to the specification dated 6/3/201 0 are accepted. The 
objections to the specification cited in the office action mailed 3/2/2010 are hereby 
withdrawn. 

Claim Objections 

3. The amendments to the claims dated 6/3/2010 are accepted. The objections to 
the claims cited in the office action mailed 3/2/2010 are hereby withdrawn. 

Claim Rejections - 35 USC §112 

4. The amendments to the claims dated 6/3/2010 are accepted. The rejections of 
the claims made under 35 USC 112 second paragraph and cited in the office action 
mailed 3/2/2010 are hereby withdrawn. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 9-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hummel, International Publication WO 02/093232 A2, of record (hereafter Hummel, the 
English machine translation of which is referenced below). 

7. As to claim 9, Hummel discloses a method for examining chemical or biological 
samples (see at least the first paragraph of the machine translation of Hummel), 
wherein an exit lens of an objective is arranged opposite a sample carrier for observing 
the sample through a sample carrier wall (see at least figure 1 , elements 10,12 and 1 8), 
wherein between an outer surface of the sample carrier wall and the exit lens of the 
objective a gap is defined (see at least figure 1 , elements 12 and 22) such that in the 
gap a film of an immersion medium is arranged which is in contact with both the outer 
surface of the sample carrier wall and the exit lens of the objective (see at least figure 1 , 
element 46), 

wherein via a capillary channel defined in the protection means surrounding the 
objective as an annular gap around the exit lens (see at least figure 2, the gap formed in 
element 44 around element 12 to collect the immersion medium of Hummel) the 
immersion medium is discharged automatically, at least with the aid of capillary forces 
(see at least figure 1 , elements 36, 50 and 48 as well as paragraphs 1 0-1 2 of page 1 
and paragraphs 1 -5 of page 2 of the machine translation of Hummel). 

8. As to claim 10, Hummel discloses that the immersion medium is supplied 
automatically, at least partly with the aid of capillary forces (see at least paragraphs 10- 
1 2 of page 1 of the machine translation of Hummel). 
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9. As to claim 1 1 , Hummel discloses that the discharge of the immersion medium is 
adjusted relative to the supply such that the volume of the film of immersion medium 
essentially remains constant (see at least paragraphs 1-3 of page 2 of the machine 
translation of Hummel). 

1 0. As to claim 1 2, Hummel discloses an objective cap (see at least figure 1 , 
elements 10 and 44) for protecting an objective from becoming fouled by an immersion 
medium (see at least figure 1 , element 46), comprising: 

an inner collar portion adapted to be placed onto the objective (see at least figure 
2, the inner collar portion of 44 and element 1 2), 

an outer collar portion arranged around the inner collar portion (see at least 
figure 2, the outer collar portion of element 44), wherein the inner collar portion and the 
outer collar portion are at least partly spaced relative to each other such that an 
essentially annular capillary channel is defined (see at least figures 1 and 2, element 
44), and 

an outlet opening provided in the outer collar portion (see at least figures 1 and 2, 
element 50), via which an opening of the capillary channel is connected with a suction 
means (see at least paragraph 5 of page 2 of the machine translation of Hummel). 

11. As to claim 1 3, Hummel discloses an overflow reservoir arranged in the outer 
collar portion for receiving the immersion medium (see at least figures 1 and 2, element 
44), wherein the overflow reservoir comprises a reservoir bottom having a reservoir 
bottom opening via which the capillary channel is connected with the overflow reservoir 
for discharging immersion medium (see at least figures 1 and 2, elements 48 and 50). 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claims 1-8 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hummel, International Publication WO 02/093232 A2, of record (hereafter 
Hummel, the English machine translation of which is referenced below) in view of 
Sewell, U.S. Patent Number 6,809,794 B1 (hereafter Sewell). 

15. As to claims 1 and 2, Hummel discloses a device for examining chemical or 
biological samples (see at least the first paragraph of the machine translation of 
Hummel), comprising: 

a sample carrier for receiving the samples (see at least figure 1, elements 14 and 

16), 

an objective for observing the samples through a sample carrier wall (see at least 
figure 1, elements 10, 12 and 18), wherein a gap is defined between an outer surface of 
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the sample carrier wall and an exit lens of the objective (see at least figure 1 , elements 
12 and 22), 

a film of an immersion medium to be provided in the gap such that the film is in 
contact with both the outer surface of the sample carrier wall and the exit lens of the 
objective (see at least figure 1 , element 46), and 

a protection means surrounding the exit lens for preventing the objective from 
becoming fouled by the immersion medium (see at least figure 1 , element 44), wherein 
the protection means is connected with a suction means for discharging the immersion 
medium (see at least figure 1 , elements 50 and 48 as well as page 2, the fifth full 
paragraph of the machine translation of Hummel), 

wherein the protection means comprises a capillary channel connected with the 
suction means for discharging the immersion medium (see at least figures 1 and 2, 
element 44), the capillary channel having an inlet opening that is arranged annularly 
around the exit lens (see at least figures 1 and 2, element 50; it is noted that the 
capillary channel is arranged annularly around the exit lens and the inlet opening is part 
of the capillary channel and therefore is interpreted to be arranged annularly around the 
exit lens), wherein the capillary channel is essentially configured as an annular gap 
around the exit lens (see at least figure 2, the gap formed in element 44 around element 
12 to collect the immersion medium of Hummel). 

Hummel does not specifically disclose a plurality of capillary channels each 
having an inlet opening. 
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However, Sewell teaches a plurality of channels arranged annularly around an 
exit lens for catching immersion fluid (see at least figure 1 , the two channels formed by 
elements 1 03 and 1 05 of Sewell). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device of Hummel to include the teachings of 
Sewell so that Hummel has a plurality of capillary channels (two channels) connected 
with the suction means for discharging the immersion medium, the plurality of capillary 
channels each having an inlet opening that is arranged annularly around the exit lens, 
for the purpose of providing an overflow channel for the first capillary channel to better 
protect the exit lens from fouling. 

16. As to claim 3, Hummel in view of Sewell discloses that the protection means 
comprises at least two collar portions arranged around the objective and defining the 
capillary channel (see at least figure 2, the gap formed in element 44 around element 12 
to collect the immersion medium of Hummel, the gap being formed by an outer raised 
"collar" portion and an inner raised "collar" portion; also see at least figure 1 , the two 
channels formed by elements 103 and 105 of Sewell). 

1 7. As to claim 4, Hummel in view of Sewell discloses that the protection means 
comprises an overflow reservoir for additionally receiving the immersion medium (see at 
least figures 1 and 2, element 44 of Hummel; also see at least figure 1 , the two 
channels formed by elements 103 and 105 of Sewell). 

18. As to claim 5, Hummel in view of Sewell discloses that the overflow reservoir 
comprises a reservoir bottom having a reservoir bottom opening via which the capillary 
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channel is connected with the overflow reservoir (see at least figures 1 and 2, element 
44 of Hummel). 

19. As to claim 6, Hummel in view of Sewell discloses a supply means having a 
supply line with an outlet opening (see at least figure 1 , elements 30 and 32 of 
Hummel), wherein the outlet opening is arranged near the exit lens of the objective so 
that the immersion medium is supplied into the gap at least partly with the aid of 
capillary forces (see at least figure 1 , elements 34 and 36 as well as paragraph 12 of 
page 1 of the machine translation of Hummel). 

20. As to claim 7, Hummel in view of Sewell discloses that the capillary channel is 
connected with a supply means for supplying the immersion medium (see at least figure 
1 , element 26 of Hummel), and the capillary channel comprises a capillary channel 
opening that is arranged near the exit lens so that the immersion medium is supplied 
into the gap at least partly with the aid of capillary forces (see at least figure 1 , elements 
34 and 36 as well as paragraph 12 of page 1 of the machine translation of Hummel). 

21 . As to claim 8, Hummel in view of Sewell discloses that the capillary channel is 
connected with a valve, wherein the valve is connected with the suction means and with 
the supply means (see at least figure 1 , element 37 as well as well as paragraph 1 5 of 
page 2 of the machine translation of Hummel; it is noted that since the hose exiting the 
pump is fed into the valve and the discharge hose can be fed into the valve, the valve 
would necessarily be a 3/2 way valve). 

22. As to claim 14, Hummel discloses that the inner collar portion and the outer collar 
portion are at least partly spaced relative to each other such that a capillary channel is 
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defined (see at least figure 2, the gap formed in element 44 around element 12 to 
collect the immersion medium of Hummel, the gap being formed by an outer raised 
"collar" portion and an inner raised "collar" portion; also see at least figure 1 , the two 
channels formed by elements 103 and 105 of Sewell), the capillary channel having an 
inlet opening that is arranged annularly around the exit lens (see at least figures 1 and 
2, element 50; it is noted that the capillary channel is arranged annularly around the exit 
lens and the inlet opening is part of the capillary channel and therefore is interpreted to 
be arranged annularly around the exit lens). 

Hummel does not specifically disclose that a plurality of capillary channels are 
defined. 

However, Sewell teaches a plurality of channels arranged annularly around an 
exit lens for catching immersion fluid (see at least figure 1 , the two channels formed by 
elements 1 03 and 1 05 of Sewell). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device of Hummel to include the teachings of 
Sewell so that Hummel has a plurality of capillary channels (two channels) arranged 
annularly around the exit lens, the plurality of capillary channels each having an inlet 
opening that is arranged annularly around the exit lens, for the purpose of providing an 
overflow channel for the first capillary channel to better protect the exit lens from fouling. 

Response to Arguments 
23. Applicant's arguments filed 6/3/2010 have been fully considered but they are not 
persuasive. 
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24. With respect to applicant's arguments that Hummel does not disclose an inner 
collar and outer collar forming an annular gap and therefore a capillary channel, this 
argument is not persuasive. Hummel clearly shows in figure 2 a collar-shaped annular 
gap (44). The inner raised portion of that collar-shaped portion, near the exit lens (12), 
is considered to be the inner collar. The outer raised portion of the collar-shaped 
portion, forming the outside of element 44, is considered to be an outer collar. 
Therefore, Hummel discloses a capillary channel as defined by the claims. 

25. With respect to applicant's arguments that Hummel does not disclose or suggest 
the immersion medium being discharged automatically via a capillary channel with at 
least the aid of capillary forces, this argument is not persuasive. See at least figure 1 , 
elements 36, 50 and 48 as well as paragraphs 10-12 of page 1 and paragraphs 1-5 of 
page 2 of the machine translation of Hummel. 

26. Applicant's arguments with respect to Hummel not disclosing a plurality of 
capillary channels have been considered but are moot in view of the new ground(s) of 
rejection. 

Conclusion 

27. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEREK S. CHAPEL whose telephone number is 
(571)272-8042. The examiner can normally be reached on M-F 10:30am-7:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephone B. Allen can be reached on 571-272-2434. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 2872 Supervisory Patent Examiner 
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